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DETAILED ACTION 

1 . Applicant's submission, filed May 12, 2008, has been carefully considered. 
Examiner maintains the rejection set forth in the previous office action, under 35 U.S.C. 
103. 

Drawings 

2. The drawings are objected to because the section view labels in figures 11,12, 
14, 25, 27, and 29 are improper. Section views should be labeled with Roman or Arabic 
numerals rather than letters. See 37 CFR 1 .84 (h) (3). Corrected drawing sheets in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121(d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 18 is rejected under 35 U.S.C. 102(b) as being anticipated by Simpson 
(US 2002/0079106). 

Simpson discloses an expandable tubular element (200, 202) suitable for forming 
connections by a method a claimed in claim 1 1 having protuberances (206) on a part of 
its surface adjacent at least one end thereof which have been formed by plasma 
spraying a hard angular material. Examiner notes that the method by which the 
protuberances are applied to the surface of the tubular is immaterial, since claim 18 is 
an apparatus claim. Therefore, the plasma spraying limitation is simply a product-by- 
process limitation and Simpson anticipates claim 18. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 11-14, 16, and 17 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Simpson (US 2002/0079106) in view of Schroder et al. (US 

6,171,351). 

With regard to claims 11-13, Simpson discloses a method for connecting a 
portion of an external surface of a first tubular element (200) with a portion of an internal 
surface of a second tubular element (202) comprising: at least partially coating said 
portion of one or both of said external surface and said internal surface and form 
protuberances (206) on one or both of said portion of said external surface and said 
portion of said internal surface (see paragraph 0066); locating a portion of the external 
surface of the first tubular element within a portion of the internal surface of the second 
tubular element (see Figure 10A), wherein protuberances are present on one or both of 
said portion of said external surface of said first tubular element and said portion of said 
internal surface of said second tubular element; expanding the portion of the external 
surface of the first tubular element and/or compressing the portion of the internal 
surface of the second tubular element to form a connection resulting from the 
interference between the external surface of the portion of the first tubular element and 
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the internal surface of the portion of the second tubular element and protuberances 
present on one or both of said portion of said external surface of said first tubular 
element and said portion of said internal surface of said second tubular element. 

Simpson fails to disclose applying the protuberances by plasma spraying through 
a mask. 

Schroder teaches a method of applying protuberances (21-25) to a metal 
workpiece (17) by plasma spraying through a foraminous mask (20). 

All of the claimed elements, i.e. 1) connecting tubulars by coating an interface 
with protuberances, and expanding the interface, and 2) plasma spraying protuberances 
onto a surface through a mask, were known in the art at the time of invention. The only 
difference is combining the two methods by plasma spraying protuberances through a 
mask onto a surface of a pipe to be connected to another pipe. Therefore, it would 
have been considered obvious to one of ordinary skill in the art, at the time the invention 
was made, to have employed the plasma spraying method taught by Schroder to have 
applied the protuberances of Simpson, since this would have yielded the predictable 
result of applying protuberances onto a connection surface in a more orderly manner 
determined by the distribution of holes in the mask. 

With regard to claim 14, Simpson indicates that not all of the connection surface 
is covered with protuberances (see the last part of paragraph 0066). Therefore, some 
part of the connection interface forms a metal-to-metal seal. 

With regard to claim 16, Simpson discloses carbide granules that become 
embedded in the surfaces as the connection is expanded. 
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Regarding claim 17, Simpson's method further involves lowering the pipe string 
into the borehole and subsequently radially expanding the pipe string downhole. 

7. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Simpson 
in view of Schroder et al. as applied to claim 1 1 above, and further in view of Metcalfe 
(US 7,225,523). 

Simpson in view of Schroder et al., discloses all of the limitations of the above 
claim(s) except for the connection between the two tubulars involving a male/male 
coupling and/or a female/female connection that is expandable. 

Metcalfe discloses a tubular connection system that is usable in a wellbore and is 
expandable. 

It would have been considered obvious to one of ordinary skill in the art, at the 
time the invention was made, to have modified the connection of Simpson in view of 
Schroder et al. to include a male/male coupling and/or a female/female coupling as 
taught in by Metcalfe in order to have used a coupling system that expanded in a 
compact manner and thus created a reliable expansion of the tubulars without forming 
any internal restrictions (1 :45-50 and 2:30-35). 

8. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Simpson in view of Metcalfe. 

Simpson discloses all of the limitations of the above claim(s) except for the 
connection between the two tubulars involving a male/male coupling and/or a 
female/female connection that is expandable. 
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Metcalfe discloses a tubular connection system that is usable in a wellbore and is 
expandable. 

It would have been considered obvious to one of ordinary skill in the art, at the 
time the invention was made, to have modified the connection of Simpson to include a 
male/male coupling and/or a female/female coupling as taught in by Metcalfe in order to 
have used a coupling system that expanded in a compact manner and thus created a 
reliable expansion of the tubulars without forming any internal restrictions (1:45-50 and 
2:30-35). 

Response to Arguments 

9. Applicant's arguments filed May 1 2, 2008 have been fully considered but they are 
not persuasive. Applicant has argued that Simpson and Schroder cannot be combined 
because Simpson does not suggest using a mask, and because Schroder does not 
teach a method of connecting tubulars. 

Examiner respectfully traverses applicant's argument. Simpson teaches a 
method of connecting tubulars using protuberances. Schroder merely teaches a 
method of applying protuberances to a surface (by plasma spraying through a mask). 
Schroder does not need to apply the protuberances for the exact same reason as 
Simpson. Schroder is only brought in to show that the plasma spraying method was 
well known at the time of invention. Furthermore, the fact that Simpson does not 
suggest a mask is irrelevant since Schroder provides that teaching, and because KSR 
forecloses the argument that a specific teaching, suggestion, or motivation is required to 
support a finding of obviousness. See the recent Board decision Ex parte Smith, - 
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USPQ2d-, slip op. at 20, (Bd. Pat. App. & Interf. June 25, 2007) (citing KSR, 82 
USPQ2d at 1396) (available at 

http://mYw.uspto.qov/web/offices/dcorn/bpaj/prec/fd071925.pdf ). 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT E. FULLER whose telephone number is 
(571)272-0419. The examiner can normally be reached on Monday thru Friday from 
8:00 AM -5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer H. Gay can be reached on 571-272-7029. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jennifer H Gay/ 

Supervisory Patent Examiner, Art 
Unit 3676 

07/24/2008 
REF 



